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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 39-40 & 42-45 are rejected under 35 U.S.C. 102(e) as being anticipated 
by (USPN 7,092,794). 

With regards to claim 39, Hill et al. (USPN 7,092,794) teaches a method for 
determining which of a plurality of HVAC systems will require maintenance, the method 
comprising the steps of: 

transmitting a test request to each of the plurality of HVAC systems from the 
remote location; (Col. 2, lines 1 5-21 )(fig 1) 

performing one or more tests on at least selected ones of the HVAC systems in 
response to the test request, and producing a test result for each of the selected HVAC 
systems; (Col.2, lines 21-24) 

transmitting the test result for each of the selected HVAC systems to a remote 
location;(Col. 2, line 22) 

storing the test results at the remote location; (Col.2, line 25-26)and 
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identifying which of the HVAC systems will likely need service by analyzing the 
test results. (Col.4, lines 39-40) 

With regards to claim 40, Hill et al. (USPN 7,092,794) teaches a providing 
different test requests to at least two of the plurality of HVAC systems, (figl &7) wherein 
each test request identifies a different test to perform. (Col. 3, lines 30-33) 

With regards to claim 42, Hill et al. (USPN 7,092,794) teaches a scheduling 
service on at least some of the HVAC systems that have been identified as likely 
needing service. (Col. 4, lines 41-42) 

With regards to claim 43, Hill et al. (USPN 7,092,794) teaches a method of 
remote testing of HVAC systems comprising the steps of: 

transmitting one or more maintenance signals from a remote unit to a specified 
group of customer HVAC systems, the specified group being a number less than a total 
number of customer HVAC systems in a customer database; (Col. 2, lines 60-64) 

receiving the one or more maintenance signals at each of the HVAC systems, 
the one or more maintenance signals activating an HVAC component; (Col. 2, lines 25- 
29) 

performing a self-test on the activated HVAC component based on the received 
one or more maintenance signal; (Col. 4, lines 8-14) 

generating self-test result signals from the activated HVAC component based on 
the self-test preformed on the activated HVAC component; (Col. 2, lines 16-20) 
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transmitting the self-test result signals from the HVAC system to the remote unit; 

and receiving the self-test result signals from the HVAC systems at the remote unit. 

(col .4, lines 8-10) 

storing the test results at the remote location. (Col. 4, lines 27-28) 

With regards to claim 44, Hill et al. (EP 1 196 003 A2) teaches determining the 

specified group of customer HVAC systems based on the specified group of customer 

HVAC systems being within a specified geographic area prior to the step of transmitting 

the one or more maintenance signals, (figure 6-7) 
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With regards to claim 45, Hill et al. (EP 1 196 003 A2) teaches determining which 
customer HVAC systems from the specified group of customer HVAC systems likely 
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require maintenance based on the self-test signals received by the remote unit, (see 
figure 7) 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 46 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hill et al. 
(USPN 7,092,794). 

With regards to claim 46, Hill et al. (USPN 7,092,794) does not appear to teach 
performing maintenance in response to a diagnostic test yielding faulty results. 

It would've been obvious to one of ordinary skill in the art at the time of the 
invention to modify the Hill teaching to include performing maintenance in response to a 
faulty HVAC unit diagnostic test in order to have the HVAC unit running and providing 
the service it was manufactured to perform. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claims 1-20, 29-30, 35-38 and 41 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hill et al. (USPN 7,092,794) in view of AndelmanLelek (NPL). 

With regards to claim 41 , Hill et al. (USPN 7,092,794) does not appear to teach 
charging for services rendered. 

AndelmanLelek (NPL) teaches charging for services rendered. (Page 5, fee 
section) 

It would've been obvious to one of ordinary skill in the art at the time of the 
invention to modify the Hill teaching in order to charge for services taught by 
AndelmanLelek (NPL) as it is commonly known that in order to run a viable business a 
monetary value must be assigned to services rendered. 

With regards to claim 1 , Hill et al. (USPN 7,092,794) teaches a method for 
testing an HVAC system for a building structure from a remote location outside of the 
building structure, the HVAC system having an active component and a dormant 
component, the method comprising the steps of: 

receiving a test request from the remote location; (Col. 4, lines 8-10) 
transmitting the test result to a location outside of the building structure for 
subsequent analysis, and (Col. 4, lines 14-20) 
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F1&1 

With regards to claims 2 and 4, Hill et al. (USPN 7,092,794) teaches that a 
component is a heating component or a cooling component. (14;figure 1) 

With regards to claim 3 and 5, Hill et al. (USPN 7,092,794) teaches that a 
component is a cooling component or a heating component. (14; figure 1) 

With regards to claim 6, Hill et al. (USPN 7,092,794) teaches the test request is 
received from a remote computer.(12) 

With regards to claims 7-10, Hill et al. (USPN 7,092,794) the test request is 
received from the remote computer via a telephone line connection, from the remote 
computer via a wireless connection, from the remote computer via a computer network, 
from the remote computer via the internet. (Col. 2, line 55-60) 
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With regards to claims 11-12, Hill etal. (USPN 7,092,794) teaches a gateway 
for receiving the test request from the remote computer, and for communicating with the 
HVAC system wherein the gateway stores one or more tests, (figure 7) 
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With regards to claim 13, Hill et al. (USPN 7,092,794) teaches the gateway 
submits at least one of the one or more tests to the HVAC system in response to the 
test request. (Col. 3, line 40-45) 

With regards to claim 14, Hill et al. (USPN 7,092,794) teaches a subset of the 
one or more tests and submits the subset of the one or more tests to the HVAC system 
in response to the test request. (Col. 3, lines 29-34) 

With regards to claim 15, Hill et al. (USPN 7,092,794) teaches the HVAC 
system includes two or more zones, and the test that is performed activates the 
primarily dormant component in conjunction with each of the two or more zones. (Col. 2, 
lines 25-29) 

With regards to claim 16, Hill et al. (USPN 7,092,794) teaches transmitting a 
test request to two or more HVAC systems from the remote location, (see figure 1 ) 

With regards to claim 17, Hill et al. (USPN 7,092,794) teaches the performing 
step performs a test on the primarily dormant component of the two or more HVAC 
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systems in response to the test request, and produces a test result for each HVAC 
system, (see figure 7) 

With regards to claim 18, Hill et al. (USPN 7,092,794) teaches the transmitting 
step transmits the test result for each HVAC system to a location outside of the building 
structure. (See figure 1 ) 

With regards to claim 19, Hill et al. (USPN 7,092,794) teaches the remote 
location is the same as the remote location that the test result is transmitted, (see fig 1) 

With regards to claim 20, Hill et al. (USPN 7,092,794) teaches the remote 
location is different than the remote location that the test result is transmitted, (fig 7) 

With regards to claims 29 and 30, Hill et al. (USPN 7,092,794) teaches a method 
for testing an HVAC system for an inside space, the HVAC system having a 
heating/cooling component, the method comprising the steps of: 

receiving a test request that is provided from a location remote from the 
building(seefig 1) 

With regards to claim 35, Hill et al. (USPN 7,092,794) teaches a method for 
testing a plurality of HVAC systems each in a different building structure or in a different 
region of a common building structure from a remote location, the HVAC systems 
having an active component and a dormant component, the method comprising the 
steps of: 

transmitting a test request to each of the plurality of HVAC systems from the 
remote location; (col. 4, lines 9-10) 
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performing one or more tests on each of the HVAC systems in response to the 
test request, and producing a test result for each of the HVAC systems, wherein at least 
one of the one or more tests that is performed activates and tests one or more of the 
active or dormant components of an HVAC system; (Col. 4, lines 5-13) 

transmitting the test result for each of the HVAC systems to a remote location, 
(fig 1) and storing the test results at the remote location. (Col. 4, lines 39-40) 

With regards to claims 36-38, Hill et al. (USPN 7,092,794) teaches at least one 
of the one or more tests that is performed activates and tests the active component of 
the corresponding HVAC system in response to the test request. (Col. 3, lines 30-34) 

Hill et al. does not appear to teach performing a test on the dormant component 
of the HVAC system in response to the test request, and producing a test result wherein 
the active or dormant component is the heating or the cooling components 

AndelmanLelek teaches performing a test on the dormant component of the 
HVAC system in response to the test request, and producing a test result wherein the 
active or dormant component is the heating or the cooling components (page 5 
seasonal testing paragraph) 

It would've been obvious to one skilled in the art at the time of the invention to 
modify the Hill teaching to include the off season testing taught by AndelmanLelek in 
order to ensure that the HVAC system was functioning properly before the season 
change and to minimize/eliminate service interruption. 
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Response to Arguments 

Applicant's arguments with respect to claims 1-20, 29-30 &35-46 have been 
considered but are moot in view of the new ground(s) of rejection. 

In response to applicant's arguments that the AndelmanLelek reference does not 
qualify as prior art under 102(e), applicant is correct. However the reference applies 
under section 102(a) as it was known to others in this country. Applicant also argues 
that the AndelmanLelek reference does not teach testing the HVAC unit in a season it 
would not ordinarily require testing. In response the seasonal testing section recites " 
For example, if an air handling unit was commissioned during the summer a follow-up 
test would be performed during the winter for items such as the heating valve and 
damper controls. These items would have been verified for proper operation during the 
summer however their stability of control would not have been verified. " The claimed 
invention is believed to read on the prior art of record and therefore the rejection is 
deemed proper. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Baldwin et al. (USPN 5,042,265) teaches controlling HVAC test 
functions. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Aditya S. Bhat whose telephone number is 571-272- 
2270. The examiner can normally be reached on M-F 9-5:30. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Barlow can be reached on 571-272-2269. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



/Aditya Bhat/ February 29, 20008 
Examiner, Art Unit 2863 



